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1. The response of the applicant has been read and given careful consideration. Responses 
to the arguments of the applicant are presented after the first rejection to which they are directed. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claims 5-12 and 22 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The language " .. having discrete analog images in which each discrete optical analog 
image forming a digital bit thereon, each discrete optical analog image forming the digital bit by 
exposure to light" in claim 5 and "wherein each of the discrete optical analog images may be 
written as a digital bit wthat can also be read digitally" (claim22) are confusing and misleading. 

Initially both the analog image file and the corresponding digital file are stored on a 
computer in a digital format. When written, the analog image file is output to a CRT (television 
screen), OLED or other display device which regenerates the two dimensional image in a 
pixelized format from the digital data which had been stored on the computer. The image 
displayed is then through the optical train shown in figure 3 to expose the optical recording 
medium with the pattern. The corresponding digital file is written directly using a laser to form 
pit in the medium, (see prepub at [0038]) . 

The language of the applicant implies that the image can be read digitally and that it is 
formed digitally using the laser. This is not congruent with the teachings of the specification. 
Even the abstract of the present application makes it clear the digital format data is readout 
digitally. The prepub at [0033] describes the areas 10 as near field optical images, while data 
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stream 20 is the same image as recorded in areas 10 and shown in figure lb, recorded digitally, 
so it is clear from the specification that the digital files and the analog image are not recorded as 
the same image, but are present in different areas. A bit can be read out digitally, but without 
being in a machine readable format, the individual bit is meaningless and has not content. If it 
were as the applicant's representative interpreted the language why would there be two separate 
areas 20 and 10 ? The applicant is also directed to figure 7, where the digital record is recorded 
on side A and the analog image is recorded on side B (prepub at [0045]). 

The applicant could obviate this rejection by indicating that - - each discrete optical 
analog image has a corresponding digital data stream of the image recorded in the medium - -. 
See prepub at [0048]. The claims still indicate that the analog image is formed of digital bits. 
Once the image is projected is displayed so that one can appreciate it visually, it is then no longer 
digital data. 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

5. Claims 5-12 and 22 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

As discussed above, the specification is enabled for the recording of a single image in 
each of two different formats (analog and digital) in different locations on the optical recording 
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medium, but is not enabled for the forming analog images which are in a digitally readable 
format. 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21 (2) of such treaty in the English language. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 5,6,8,10 and 22 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Carlson et al. '352. 

Carlson '352 teaches laser deformable compositions including a triphenyl methane dye, 
nitrocellulose coated on a glass substrate, where HeNe laser beams are used in recording using a 
HeNe laser with a laser beams of 2 microns in diameter or less. (5/53-6/21,2/3-1 1). The 
formation of pictoral, printed or other data may be recording (5/5-22). The use of photochromic 
or silver halide materials is also disclosed. (7/22-35). The recording in metal films is also 



disclosed. (8/30-35). 
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The analog images are written using the laser to form a binary bit for each pixel. The 
binary bit inherently is a digital bit, but the bits together do not form a digital file, such as the 16 
or 32 bit data streams described in the specification at [0033]. (ie. they are not digitally encoded 
for replay using a CD or DVD player.) 

In the applicants specification, there are two files, one analog and another digital. These 
two different type of information are written in different areas (ie the analog image is not written 
as a matrix of digital bits). The applicant could obviate the rejections over Carlson '352, 
Congleton et al. c 999, Watanabe et al. JP 1 1-1 10816 or Bouldin '278 as well ass the rejection 
over Watanabe et al. JP 1 1-1 10816 and Carlson '352, in view of either of Mizutani JP 01-144247 
or Ogura JP 2001-076382 by indicating that - - each discrete optical analog image has a 
corresponding digital data stream of the image recorded in the medium - -. See prepub at [0048]. 
Please read the prepub and/or consult with one of the applicants to verify the examiners 
characterization of the invention. Claim 22 is an intended use limitation. As discussed 
previously, the use of a near field exposure does not necessarily (as image quality recorded is 
dependent upon the quality of the original image) produce any artifacts attributable to the 
recording process. Further, 500 microns spot sizes are nowhere near the diffraction limit and 
small (and higher resolution) images can easily be recorded using conventional imaging (Carlson 
uses 2 microns laser spots). 

9. Claims 5-11 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carlson '352. 

It would have been obvious to modify the medium resulting cited where the text/letters 
are replaced with pictoral images based upon the disclosure at col 5/lines 5-22. Further it would 



Application/Control Number: 10/045,805 Page 6 

Art Unit: 1756 

have been obvious to use another medium, such as the photographic and photochromic materials 
disclosed at col. 7/lines 22-35 with a reasonable expectation of forming a useful imaged medium. 
The rejection stands for the reasons above. 

10. Claims 5,6,8,10 and 22 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Congleton et al. '999. 

Congleton et al. '999 describes using a laser focused to less than 2 microns to effect 
changes in the recording medium. (6/35-51). The dye may be a triphenylmethane in a 
thermoplastic binder, where the dye discolors (6/52-7/5). The formation of characters of the like 
is disclosed (figure 2, 2/36-42 and 7/32-39). The laser used is a HeNe laser (3/45-55). The use of 
two dimensional scanning is disclosed. (4/43-5/18). There is reference to Carlson et al. '352 at 
(1/38) 

The analog images are written using the laser to form a binary bit for each pixel. 
The rejection stands for the reasons above. 

11. Claims 5,10-12 and 22 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Watanabe et al. JP 11-110816. 

Watanabe et al. JP 1 1-1 10816 teaches the formation of an image, where after 
initialization, a the recording layer is written using a 520 mW laser light to form an image of the 
desired alphabetic character, picture, notation, mark, pattern, graphic form, etc. [0021]. The 
exposure of the image information which can be distinguished visually can be carried out using a 
mask, masked laser exposure or direct modulation of the laser using the digital code. [0014, 
0024-0025]. 

The analog images are written using the laser to form a binary bit for each pixel. 
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The rejection stands for the reasons above. 

12. Claims 5,6,9-1 1 and 22 are rejected under 35 U.S.C. 102(b) as being fully anticipated by 
Bouldin '278 

The direct writing of alpha numeric characters using a laser is disclosed in the silver halide 
medium where an acrylic overcoat is present. The beams size was 4 microns. (7/28-8/1 1). 
The rejection stands for the reasons above. 

13. Claims 5-12 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al. JP 1 1-1 10816 and Carlson '352, in view of either of Mizutani JP 01-144247 or 
OguraJP 2001-076382. 

Mizutani JP 01-144247 teaches with respect to figure lg, a disk substrate coated with a 
photographic emulsion. This is then contact exposed in figure lh (contact exposure inherently 
being a near field process due to the proximity of the masking element, X). 

Ogura JP 2001-076382 teaches a bilayered optical recording medium which has two 
different photosensitive layers formed on the same side of a disc substrate, a disk substrate, an Al 
reflective layer (25), a tracking layer (24) formed of spiropyran (a photochromic material), a 
spacer (23), a diarylethene photochromic recording layer (22) and a protective layer (21) is 10 
nm thick. ([0029-0032] and figures). The diaryl ethenes are inherently fluorescent. 

It would have been obvious to one skilled in the art to modify the medium of Watanabe et 
al. JP 1 1-1 10816 by using optical recording media with different recording layers, such as the 
photographic emulsion of Mizutani JP 01-144247 or the photochromic recording layer of Ogura 
JP 2001-076382 with a reasonable expectation of forming a useful labeled optical recording 
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medium based upon the old and well known teachings of the use of direct laser writing of 
images, text or lettering into photochromic or photographic layers by Carlson '352. 
The rejection stands for the reasons above. 

14. Claims 5-12 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al. JP 1 1-1 10816 and Carlson '352, in view of either of Mizutani JP 01-144247 or 
Ogura JP 2001-076382, further in view of Kubo '378. 

Kubo '378 teaches the images formed on the surface of the CD as corresponding directly 
to digital data stored on the media to form a pictoral index. 

In addition to the basis set forth above, it would have been obvious to extend the label 
information in the media resulting from the combination of Watanabe et al. JP 1 1-1 10816 and 
Carlson '352 with Mizutani JP 01-144247 or Ogura JP 2001-076382 to specifically show the 
exact content of data files as disclosed by Kubo '378 with a reasonable expectation of success 
and gaining the advantage of allowing the exact information in a file to be determined by the 
user. 

The rejection stands for the reasons above as no further arguments or analysis was 
provided. 

15. . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Martin J. Angebranndt whose telephone number is 571-272-1378. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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